Lamv^ 



fir 



GOCKFIELD 

LLP 

Counsellors At Law 
28 State Street 
Boston, Massachusetts 02109-1784 
telephone (617) 227-7400 

FAX (617) 742-4214 
lc@lahive.com 



JOHN A. IMWE, JR. (1828-1997) 

THOMAS V. SMURZYNSKI 

RALPHA- LOREN 

GIUUOA.DtCONn. JR. 

ANN LAMPORT HAMMITTE 

EUZABETH A HANLEY 

AMY BAKER MANORAGOURAS 

ANTHONY A. LAURENTANO 

KEVIN J. CANMNO 

JANE E REMIUARO 

OaANN FORAN SMTTH 

PETERCLAURO 

JEANNE M DiGtORQtO 

OEBRA J. MILASINCK:. PflO. 

DAVID J. RIKKERS 

DAVID R BURNS 

JOHNS.CURRAN 

SEANO. DETWBLER 



lU^KlNDCf 



CYNTHIA^TO^NIK. PUD. 
MEGAN E. WLUAMS, PhD. 
RICHA NAND 
MICHAEL PHIUJPPS* 
USAM.OIROCCO 
HATHAWAY P. RUSSELL - 
MARIA LACCOTRtPE ZACHARAK18. PtLD 
PETERADMATTIA 
VINCENT P. LOCOSANO 
MERIDETH a ARNOLD 

SENIOR COUNSEL 
JAMES E COCKFtaO 

OF COUNSEL 
JEREMIAH LYNCH 
WILLIAM A SCORELD. JR. 
SIBLEY P.REPPERT 



PATENT AG 

THEODORE F 



.B.KO 



F. Ph.D. 



TECHNICAL SPECUUJSTS 
CYNTHIA M. SOROOS 
PETER W. OINI. Ph.D. 
EUTHOONLEE 
AIXAH TAMESHTTT. Ph.D. 
CATHERINE E. McPHERSON 
ERtCF. WAGNER. Ph.O. 
JACOB G. WEINTRAUB 
JONATHAN M. SPARKS. Ph.D. 
CRISTIN E HOWLEY, Ph D. 



Jin NY only 
^AamtttMJInTXorty 



August 20, 2002 



Commissioner for Patents 
Washington, D.C. 20231 



Re: United States Serial No.: 09/700,462 

Applicants: Edwin Mellor SOUTHERN et al 
"Libraries of Oligomers Labelled >vith Different Tags" 
Filed: May 8, 2001 

Attorney Docket No.: SHW-004US 



RECEIVED 

AUG 2 9 2002 
TECH CENTER 1600/2900 



q^PYOFWPERS 
ORiSiNALLY FILED 



Dear Sir: 

I enclose herewith for filing in the above-identified application the following: 

1 . Response to Restriction Requirement (2 pages); 

2. Request for One-Month Extension of Time (1 page - in duplicate); 

3. Statement of Limited Recognition under 37 C.F.R. §10.9 (b) (1 page); 
and a 

4. Return Receipt Postcard. 

Please charge any necessary fees to our Deposit Account No. 12-0080. The 
undersigned requests any extensions of time necessary to respond. A duplicate of this 
sheet is enclosed. 



I hereby certify that this correspondence is deposited with the 
United States Postal Service as first class mail in an envelope 
addressed to: Commissioner for Patents, Washington, DC 
20231 on: 

August 20, 2002 



August zu, 

/Date/ i 

Maria Laccotripe Zacnarakis, Ph.D. / 



Respectfully submitted, 
LAHIVE & COCKFIELD, LLP 




Maria Laccotripe Zacharakis, Ph.D. 
Limited Recognition 
Under 37 C.F.R. §10.9(b) 
Attomey for Applicants 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



it' I 



In re the application of: Edwin Mellor Southern, et al. 
Serial No.: 09/700,462 
Filed: May 8, 2001 

For: Libraries of Oligomers Labelled with Different Tags 
Attorney Docket No.: SHW-004US 



Commissioner for Patents 
Washington, D.C. 20231 



Group Art Unit: 1637 
Examiner: Jezia Riley 

RECEIVED 

AUG 2 S 20UZ 

TECH CENTER 1600/2900 



<;^YOFFy^PERS 
OF«6INALLY FILED 



Certificate of First Class Mailing (37 CFR 1.8(a)) 
I hereby certify that this correspondence is being deposited with the United States Postal Service as 
first class mail in an envelope addressed to: Commissioner for Patents, ^ashi^gton, D.C. 20231 on the 
date set forth below. 



August 20, 2002 



Date of Signature and of Mail Deposit 



By: 




Maria Laccotripe Zacharakis, Ph.D. 
Limited Recognition 
Under 37 C.F.R.§10.9(b) 
Attorney for Applicant 



RESPONSE TO RESTRICTION REQUIREMENT 



Dear Sir: 



This is a response to the Office Action mailed fi-om the Patent Office on June 
24, 2002 (Paper No. 7). A separate petition for the appropriate extension of time in 
which to respond is being filed concxirrently herewith. 



he EXiUniner has required restriction to one of the following inventions under 35 
U.S.C. §121: 

Group I: claims 1-23, 42, 43 59, 62 and 66-69 (drawn to a method of 
making a set of labeled compounds); 



Group II: 



claims 24-30, 63, 64 and 70-74 (dravra to a reagent); 




, Group Art Unit: 1637 
^ U.S. Serial No. 09/700,462 



Group III: 



claims 31, 32, 35, 36, 56-58, 60 and 61 (drawn to a method); 



Group rV: 



claim 33 (drawn to a reagent for an assay); 



Group V: 



claim 34 (drawn to a method using the reagent of claim 33); 



Group VI: 



claims 37-40 (drawn to a library of probes); 



Group VII: 



claims 41, 44 and 65 (drawn to a compound) 



qj^Y OF PAPERS 
ORISINALLY FILED 



Group VIE: claims 45-50 (drawn to an insert); 
Group DC: claim 51 (drawn to a kit); 
Group X: claims 52-54 (drawn to a system); 
Group XI claim 55 (drawn to a nucleotide). 

Applicants hereby elect Group I (claims 1-23, 42, 43, 59, 62 and 66-69 directed 
to a method of making a set of labeled compoimds) without traverse. 

If a telephone conversation with Applicants* attorney would help expedite the 
prosecution of the above-identified application, the Examiner is urged to call 
Applicants' attomey at (617) 227-7400. 



Respectfully submitted. 




Maria Laccotripe Zacharakis, Ph.D. 
Limited Recognition Under 37 C.F.R. § 10.9(b) 
Attomey for Applicants 



LAHIVE & COCKFIELD, LLP 
28 State Street 
Boston, MA 02109 
Tel. (617) 227-7400 



Dated: August 20, 2002 



n 
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RECEIVED 

_^ AUG 2 9 2002 

UNITED STATE PATENT AND TRADEMARK OniTCE 
LIMITED RECOGNITION UNDER 37 CFR § 10.9(b) 

CocMeld. LLP. This limited recognition shall expire on the date appearing belowtrwh^ 
whichever of the following events first occurs prior to the date appS^So M«ri^r 
LaccotnpeZachju^s ceases tola^^ 

C. Laccotnpe Zacharakis ceases to remain or reside in the United States onai H- 1 viT^ 

TOs dcK^i^ent c^^^ Th^ original ofthis document is on file 

m the Office of Enrollment and Discipline of the U.S. Patenfand Tradem^^Sce 



Expires: August 5, 2003 



ury I. Nlbate 



Harry 

Director of Enrolhnent and Discipline 



